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DETAILED ACTION 
Priority 

Receipt is acl<nowledged of papers submitted under 35 U.S.C. 1 19(a)-(d), which 
papers have been placed of record in the file. 

Information Disciosure Statement 

The prior art documents submitted by applicant in the Information Disclosure 
Statement filed on August 19, 2004 have all been considered and made of record (note 
the attached copy of form PTO-1449). 

Drawings 

The subject matter of this application admits of illustration by a drawing to 
facilitate understanding of the invention. Applicant is required to furnish a drawing 
under 37 CFR 1 .81 (c). No new matter may be introduced in the required drawing. 
Each drawing sheet submitted after the filing date of an application must be labeled in 
the top margin as either "Replacement Sheet" or "New Sheet" pursuant to 37 CFR 
1.121(d). 

It is noted that, beginning page 4 and continuing throughout the remainder of the 
present application, reference is made to Figures la, lb, 2a and 2b. However, no 
drawing sheets have been filed in the present application. For the purposes of 
examination, the Examiner has referred to Figures 1a, lb, 2a and 2b of the foreign 
priority document (France 0202248) filed August 19, 2004 to which the present 
application claims priority from. 

Claim Rejections - 35 USC §112 
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The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-9 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claims 1-9 are generally narrative and indefinite, failing to conform with current 
U.S. practice. They appear to be a literal translation into English from a foreign 
document and are replete with grammatical and idiomatic errors. 

Regarding claim 1; the claim recites the limitation "intermediate integrated circuit" 
in lines 7-8 of the claim. It appears from the Figures of the parent application that the 
"intermediate integrated circuit" is labeled with reference number 21 . However, it is not 
clear from either the claim language or the Figures, which the circuit is intermediate to. 

Regarding claim 9, the phrase "for example" renders the claim indefinite because 
it is unclear whether the limitation(s) following the phrase are part of the claimed 
invention. See MPEP § 2173.05(d). 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 
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Claims 1 and 3-8 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Aihara (US 6,491,447 B2). 

Regarding claim 1 ; Aihara discloses an optoelectronic coupling device (see 
Figures 2B, 4, 6A, 6B, 8A and 8B), the device comprising a package (31 ) provided with 
an optical port to receiver terminations of an optical fibers (15; Figure 6A illustrates 
multiple fibers), a mirror (34) in a cavity to reflect light rays coming from or intended for 
the optical fibers (15) and an optoelectronic circuit (37) to convert the light rays into 
electrical signals or vice versa, characterized by the fact that the package is made of 
plastic (see the abstract) and that the mirror is capable of focusing at a finite distance 
(see Figures 28 and 4) and that the optoelectronic circuit (37) is mounted on the 
package with solder (see column 3, lines 50-56) and comprises an intermediate 
integrated circuit (35) surmounted to the optoelectronic circuit (37) with solder, wherein 
the optoelectronic circuit (37) forms a detection and/or transmission circuit that Is 
spaced at the pitch of the optical fibers, which are spaced at the pitch of alignment 
grooves (52), which may optionally be present to easily align the fibers (see the entire 
disclosure, especially column 6, lines 44-55; column 7, lines 44-51 ; and column 8. lines 
41-63). 

Applicant is claiming the product including the process of mounting the 
optoelectronic circuit and intermediate integrated circuit, and therefor are of "product-by- 
process" nature. The courts have been holding for quite some time that: the 
determination of the patentability of product-by-process claim is based on the product 
itself rather than on the process by which the product is made. In re Thrope, 777 F. 2d 
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695. 227 USPQ 964 (Fed. Cir. 1985); and patentability of claim to a product does not 
rest merely on a difference in the method by which that product is made. Rather, it is 
the product itself which must be new and unobvious. Applicant has chosen to claim the 
invention in the product form. Thus a prior art product which possesses the claimed 
product characteristics can anticipate or render obvious the daim subject matter 
regardless of the manner in which it is fabricated. A rejection based on 35 U.S.C. 
section 102 or alternatively on 35 U.S.C. section 103 of the status is eminently fair and 
acceptable. In re Brown and Saffer, 173 USPQ 685 and 688; In re Pilkington, 162 
USPQ 147. As such no weight is given to the process steps recited in daim 1 . 

Regarding daim 3; the facet of the mirror (34) may be parabolic (see Figures 2B 
and 4). 

Regarding daim 4; the mirror (34) may be metallized (see column 4, lines 34-36). 

Regarding daim 5; the package comprises metallized tracks (36). 

Regarding daim 6; the package may optically comprise V-grooves (52). 

Regarding claim 7; the curvature of the mirror is inherently adapted to single- 
mode or multimode character of light signals, as there are no other options, and the 
optical fibers must inherently transmit or receive single-mode or multimode light. 

Regarding claim 8; the mirror (34) is concave curved. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 



Application/Control Number: 10/505,288 Page 6 

Art Unit: 2874 

invention was made to a person having ordinary sl(ill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 2 and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable 

over Aihara (US 6,491 ,447 B2). 

Regarding claim 2; Aihara discloses all of the limitations of daim 2 as applied 
above, except for the device further comprising sections of intermediate optical fibers. 
One of ordinary skill in the art would have found it obvious to incorporate intermediate 
sections of optical fibers in the invention of Aihara in order to extend the length of the 
optical path beyond the length of a single piece of fiber as desired. 

Regarding claim 9; Aihara discloses all of the limitations of claim 9 as applied 
above, except for specifically stating that the plastic material is a high-temperature 
plastic material. However, one of ordinary skill in the art would have found it obvious to 
form the package from a high-temperature plastic material that would not be easily 
deformed or compromised in the presence of heat to avoid misalignment of the optical 
elements that would result from such deformation and the con-esponding optical loss, 
since optical-electrical packages are commonly used in equipment that produces a 
large amount of heat. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure: KragI (US 6,813,418) discloses an optoelectronic package (see 
Figures 1 and 2); Kuo et al. (US 5,369,529) discloses an optoelectronic package (see 
Figure 1); and Gruenwald et al. (US 5,987,202) discloses an optoelectronic package 
(see Figure 7). 
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Any inquiry concerning the merits of tliis communication should be directed to 
Examiner IVIichelle R. Connelly-Cushwa at telephone number (571 ) 272-2345. The 
examiner can normally be reached 9:00 AM to 7:00 PM, Monday-Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rodney B. Bovernick can be reached on (571 ) 272-2344. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Any inquiry of a general or clerical nature should be directed to the Technology 
Center 2800 receptionist at telephone number (571 ) 272-1562. 

Michelle R. Connelly-Cushwa ' 
Patent Examiner 
December 22, 2005 



